TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GUERINO G SACRI PANTE, MELVIN D. CROUCHER
and STEPHAN V. DRAPPEL

Appeal No. 96-2574
Appl i cati on 08/ 264, 2641

ON BRI EF

Before: SOFOCLEQUS and GARRI' S, Adnministrative Patent Judges,
and McKELVEY, Senior Adm nistrative Patent Judge.

McKELVEY, Senior Adm nistrative Patent Judge.

Deci sion on appeal under 35 U S.C. § 134

! Application for patent filed June 23, 1994. The application is said to be a
di vi sion of application 08/144,964, now U. S. Patent 5, 348,831. The real party in
interest is Xerox Corporation.
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The appeal is froma decision of the Primary Exam ner
rejecting clainms 17-18, 20, 23-24 and 27-28 as being
unpat ent abl e under 35 U. S.C. 8 103 over Japanese patent 06-
111627, published April 22, 1994. W reverse.

The difference between the clai ned process and the
process described in the Japanese patent is that applicants
claimthe use of a pol yoxyal kyl enedi am ne (second fornmula in
claim17) to nmake a polyesterimde resin whereas the Japanese
pat ent describes only the use of al kylene diamnes (e.g.,
et hyl ene di am ne and tri met hyl enedi anmi ne) and aronatic
diam nes (e.g., 4,4'-diam no-di phenyl nethane and 4, 4' -

di am nodi phenyl ether) (translation, pages 12-13). On the
record before us, we find no reason (sonetines referred to as
a teaching, a suggestion or notivation), for substituting a
pol yxoyal kyl enedi am ne in the process described in the
Japanese patent for making pol yesterim des.

To be sure there is an unchal |l enged statenent by the
exam ner (final rejection, page 4) that "the use of
pol yoxyal kyl enedi am nes to produce pol yesterimdes is well
known in the art." However, the nere fact that a

pol yoxyal kyl ene-di am ne may have been used to nake sone



Appeal No. 96-2574
Appl i cation 08/ 264, 264

ot herwi se unidentified polyesterimde does not establish that
it woul d have been obvious to use a pol yoxyal kyl enedi am ne in

the process described by the Japanese patent. Conpare In re

Baird, 16 F.3d 380, 29 USPQ2d 1550 (Fed. Gr. 1994) and ln re

Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992).

In |large neasure the exam ner has bottoned his rejection

on In re Durden, 763 F.2d 1406, 226 USPQ 359 (Fed. C r. 1985).

More to the point, in our view, is the rationale set out in

In re Cchiai, 71 F.3d 1565, 37 USPQ2d 1127 (Fed. G r. 1995).

REVERSED

M CHAEL SOFOCLEQUS )
Adm ni strative Patent Judge )
)
)
)
BRADLEY R GARRI S ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS
AND
)
| NTERFERENCES
)
)
FRED E. McKELVEY, Seni or )
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Adm ni strative Patent Judge )
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CC:

Ronal d Zi bel li, Esq.
Eugene O Pazazzo, Esq.
XEROX CORPORATI ON
Xerox Square - 020
Rochester, NY 14644



